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Mai | ed: May 28, 2004

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

DM Enterprises & Distributors, Inc.
V.

Ruta Maya Royalty, Ltd., substituted for Tinothy J. Sheehan?

Cancel | ati on No. 92029327

Jesus Sanchelima of Sanchelim & Associates, P.A for DM
Enterprises & Distributors, Inc.

Merrily S. Porter of Law Ofices of Janmes O Houchins for
Ruta Maya Royalty, Ltd., substituted for Tinothy J. Sheehan.

Bef ore Qui nn, Chapnman and Hol t znman, Adm ni strative Trademark
Judges.

OQpi ni on by Chapman, Adm nistrative Trademark Judge:
DM Enterprises & Distributors, Inc. (a Florida
corporation) has filed a petition to cancel a registration

on the Principal Register issued to Tinothy J. Sheehan (an

! The registration sought to be cancelled herein has been
assigned by the original registrant, Tinothy J. Sheehan, to Ruta
Maya Royalty, Ltd. (a Texas linited partnership) and the

assi gnment has been recorded by the Assignnment Branch of the
USPTO on March 11, 2002 at reel 2457, frame 0716. Ruta Maya
Royal ty, Ltd. is accordingly substituted as the respondent in
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i ndividual, residing in Texas), now owned by Ruta Maya
Royalty, Ltd., for the mark CUBITA for “coffee.”?

Petitioner alleges the following as grounds for its
petition to cancel:

(1) Petitioner is a Florida corporation and is using
the mark CUBITA in conmerce. Petitioner clains a prior
right to use the mark by having acquired said rights
fromits predecessor in interest who |icensed the nmark
to the Registrant.

(2) Petitioner has recently filed an intent-to-use

[ sic- use-based] trademark application for CUBITA and
Design, for coffee in international class 30, for which
serial nunber 74,697,908 [sic- 75697908] and a filing
date of May 4, 1999 has been assigned. Petitioner’s
application has been rejected by the Exam ner based on
the previous registration of registrant’s mark, CUBITA

(3) Registrant’s above identified mark so resenbl es
Petitioner’s mark as to be likely, when used in
connection with registrant’s goods cited in its

regi stration, to cause confusion or to cause m stake as
to the source or sponsorship of the goods in question.

(4) For the aforesaid reasons, Petitioner is being
darmaged by the registration of the mark identified
above.

Informationally, petitioner’s application Serial No.

75697908 is for the mark shown bel ow

for “coffee.” The application was filed on May 4, 1999,

this proceeding. See Fed. R Cv. P. 25(c), and TBMP §512.01 (2d
ed. June 2003).

2 Registration No. 2252228, issued June 15, 1999, from an
application filed on February 16, 1994. The cl ai med date of
first use and first use in comerce is March 1, 1994.
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based on petitioner’s clainmed date of first use on February
13, 1994.

In his answer, the original registrant “admts only
that its registered mark, CUBITA, resenbles the mark
Petitioner seeks to register,” and denies the remaining
all egations of the petition to cancel. In addition, he
asserts the foll ow ng:

Further, Registrant believes that the entity which

Petitioner characterizes as its “predecessor-in-

interest” fraudulently m srepresented ownership and use

of the mark to Registrant. Specifically, Petitioner’s

“predecessor-in-interest” clained to be the owner of

the mark CUBI TA and fraudul ently induced Regi strant

into reliance on that representation, resulting in

Regi strant agreeing to enter into a |licensing agreenent

wth said “predecessor-in-interest.”

The record consists of the pleadings; the file of
respondent’s registration; the testinony, with exhibits, of
Raul Di az, petitioner’s president; the testinony, with
exhi bits, of Tinothy John Sheehan, the original registrant;
respondent’s notice of reliance filed Decenber 6, 2002 on
petitioner’s answers to respondent’s interrogatory Nos. 1-
14; and petitioner’s notices of reliance filed January 21,
2003 on (i) respondent’s answer to petitioner’s
interrogatory No. 8, and (ii) respondent’s docunents

produced in response to petitioner’s docunent request Nos.

4, 12 and 15.°3

3 Generally, a party may not make docunents obtai ned from anot her
party of record by way of notice of reliance. See Trademark Rul e
2.120(j)(3)(ii). However, respondent did not object to



Cancel | ati on No. 92029327

Both parties filed briefs on the case. Neither party
requested an oral hearing.

According to petitioner’s president, M. Raul D az, DM
Enterprises & Distributors, Inc. (located in Florida), is in
t he busi ness of distributing supermarket products; one of
t he names under which petitioner does business is Universal
Brands; and one of the products it distributes is CUBI TA
brand cof f ee.

M. Diaz also testified that in February 1999
petitioner paid $7000 to Ms. Leni Alonzo and M. M chael
(M guel) Angel (husband and wife) to purchase their
purported rights to the mark CUBI TA for coffee, including a
Florida state registration of the mark CUBITA * that
petitioner purchased these rights fromthe husband and w fe
after learning that Ms. Leni Alonzo and Constante | nporting
Co., Inc. (Tinmothy Sheehan, president) had entered into a
| i cense agreenent in 1995 wherein she was the |icensor and
owner of the trademark CUBI TA; that petitioner’s first use

is February 1994° through its predecessor in interest, Ms.

petitioner’s notice of reliance on said produced docunents, and
respondent accordingly stipulated the docunents into the record.
See TBMP 8§704.11 (2d ed. June 2003).

* The assignment document subnmitted by petitioner is a photocopy
of a trademark assignnment formfiled with the Florida Division of
Corporations that Florida state Registration No. T96000000068 and
rights in the mark CUBI TA (along with the goodwi |l) were assigned
fromM. Alonzo to petitioner. (Petitioner's Exhibit No. 3.)

> In petitioner’s application, the claimed date of first use is
February 13, 1994; while in petitioner’s answers to respondent’s
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Leni Alonzo as licensor of the mark, with use by Tinothy
Sheehan inuring to the benefit of the licensor; and that
petitioner’s own first use of the mark occurred in July
1999.

M. Diaz further testified that petitioner sold
approxi mately 1650 boxes (24 8-o0z. packages per box) of
CUBI TA brand coffee in 1999, and about 2000 boxes in 2000
(costing approximately $72,000); that since 1999 petitioner
has advertised the mark through radio, television,
newspapers, and pronotions -- including a joint pronotional
event with Sedanos Supermarkets; and that petitioner filed
its application for the mark CUBI TA and design for coffee,
but the involved registration was cited agai nst petitioner’s
application.

I n answering respondent’s interrogatory No. 11
regarding the basis for petitioner’s claimof a prior right
to use of the mark CUBI TA, petitioner stated that
“Registrant’s use inured to the benefit of his |icensor and
owner of the mark”; and in identifying the geographical area
of petitioner’s use of the mark, it stated “Florida, New
York and Chi cago” (answers to respondent’s interrogatory
Nos. 5(c) and 12).

M . Sheehan, the original registrant, testified that he

i nports whol esale and retail coffee; that he is exclusively

interrogatory Nos. 9 and 10, petitioner stated its first use is
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in that business, which he began in 1990; that he is a
principal in several entities that are in the coffee
business (i.e., Ruta Maya Inporting, Ltd. inports coffee,
Constante Inporting retails coffee); that he filed an
intent-to-use application in February 1994, and he first
used the mark CUBI TA for coffee in Texas on February 14,
1994; that his use has been continuous since that date; that
his use of the mark for these goods has expanded to
Col orado, North Dakota, South Dakota and Illinois; that
respondent has had a presence on the Internet since 1996;
and that respondent sells its coffee through two major
distributors who sell to grocery stores, and, in addition,
very occasionally respondent sells directly to restaurants.

M. Sheehan also testified that his then-application
was suspended because of a prior pending application (Serial
No. 74448582, filed COctober 19, 1993 by Ms. Leni Al onzo
based on her assertion of a bona fide intention to use the
mark CUBI TA for coffee); that respondent contacted Ms.
Al onzo (and her husband M. Angel); and that because they
represented that they were using the mark for coffee, in
1995 he (as president of Constante Inporting Co., Inc.)
entered into a trademark |icense agreenent.

He further testified that shortly after he entered into

the license agreenent, the prior pending application owned

February 14, 1994.
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by Ms. Alonzo was abandoned and he could find no evidence of
any use whatsoever of the mark by Ms. Alonzo (or M. Angel);
that, to the contrary, he found evidence the mark was not
used; that specifically, in a January 1994 |letter from M.
Sanchelima (petitioner’s attorney) to an agency of the Cuban
governnment, M. Sanchelinma stated that he could find no

evi dence that Leni Alonzo was in the coffee business (dep.,
pp. 32-34):° that M. Angel sent M. Sheehan a letter
including a list of hundreds of trademarks (primarily Cuban
nanmes) for a wide variety of goods and services (for
exanpl e, rum sugar, cigars, coffee, perfunme, nagazines,
travel and tour services, international trade conpany,

hotel s, casinos and honme sal es),’

upon recei pt of which M.
Sheehan then becane concerned that there was a political or
trademark schenme in which he did not want to be invol ved,
that after M. Sheehan obtained his registration, M. Angel
contacted M. Sheehan offering to sell rights in the mark
CuBI TA for $10,000, and stating that otherwi se he would sell
it to a party in Mam; that M. Sheehan was al so called by
M. Sanchelima regarding the $10,000 offer; and that M.
Sheehan nmet with M. Sanchelinma and M. Raul D az, but found

petitioner had not only adopted the mark, but the artwork

used by respondent.

® A copy of this letter was not nade of record.
" A copy of this letter was not made of record, but the nulti-
page trademark list is Exhibit No. 13 to the Sheehan depositi on.
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M . Sheehan expl ained that given this information, he
woul d never have entered into a |license agreenment with M.

Al onzo and he considers the tradenmark |icense was obt ai ned
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by Ms. Alonzo through fraud (dep., pp. 31 and 44-45); and
that petitioner has not clained use earlier than
respondent’ s even though petitioner is relying on a
predecessor in interest who clainmed to have used the mark
prior to respondent’s first use.

Respondent’ s answer to petitioner’s interrogatory No. 8
shows respondent’s sal es of the goods under the mark CUBI TA
were $21, 780 in 1995; $43,100 in 1996; $4,876 in 1996; and
$2,148 in 1998.

The registration petitioner seeks to cancel is entitled
to the prima facie presunptions under Section 7(b) of the
Trademark Act, 15 U.S.C. 81057(b), of the validity of the
regi stration, of respondent’s ownership of the registered
mar k, and of respondent’s right to exclusive use of the mark
in comrerce in connection with the identified goods.
Petitioner thus has the burden of submtting sufficient
evi dence to rebut these presunptions.

I n Board proceedings, our prinmary review ng Court has
held that the plaintiff nust establish its pl eaded case
(e.qg., priority and likelihood of confusion), as well as its
standi ng, and nust generally do so by a preponderance of the
evi dence. See Cunni nghamv. Laser Golf Corp., 222 F.3d 943,
55 USPR2d 1842, 1848 (Fed. G r. 2000); Martahus v. Video
Duplication Services Inc., 3 F.3d 417, 27 USPQ2d 1846, 1850

(Fed. Cir. 1993); Magic Wand Inc. v. RDB Inc., 940 F.2d 638,
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19 USPQ2d 1551, 1554 (Fed. Cir. 1991); and Cerveceria
Centroanericana, S.A v. Cerveceria India Inc., 892 F.2d
1021, 13 USPQ2d 1307, 1309 (Fed. Cir. 1989).

Petitioner has established its standing to bring this
case as it has proven that it applied to register the mark
CUBI TA and design for coffee; and that its application was
refused registration based on the involved registration. See
Cunni ngham v. Laser CGolf Corp., supra.

The parties’ word marks -— CUBITA -- are identical,?®
and the goods -— coffee -- are identical. W therefore find
that there is a likelihood of confusion in this case where
the identical word mark is used by both petitioner and
respondent on the sanme goods. See In re E. |. du Pont de
Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

The question here is one of priority of use and, as
expl ai ned above, it is petitioner who bears the burden of
proving its priority.

The record shows that Ms. Leni Alonzo filed an intent-
t o-use-based application in Cctober 1993; that M. Tinothy
Sheehan (the original registrant) filed an application in
February 1994 and first used the nmark CUBI TA for coffee in
February 1994; that Ms. Alonzo (licensor) and M. Sheehan
(Constante Inporting Co., Inc. as licensee) entered into a

trademark |icense agreenent on March 21, 1995, which

10
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8 W note that there is a design feature in petitioner’s applied-
for mark.

11
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termnated on May 31, 1996 (paragraph X A of respondent’s
Exhibit No. 12); that Ms. Alonzo’'s application was abandoned
in 1995; that M. Sheehan’s application natured into

Regi stration No. 2252228 on June 15, 1999; that in February
1999 petitioner purchased the rights of Ms. Alonzo in the
mark CUBI TA (including a Florida state registration); and
that petitioner itself first used the mark in July 1999.

Petitioner’s theory that it has priority is based on
Ms. Alonzo's prior application filed in 1993; the |licensee’s
(Constante Inporting Co., Inc.) asserted assignnment of its
rights in the mark CUBITA to Ms. Alonzo in paragraph X B. of
the license agreenent; and petitioner’s acquisition of M.
Al onzo’s rights by assignnment in 1999. Noting that
respondent has not previously asserted that the trademark
| i cense agreenent was inproperly obtained by the |icensor,
petitioner concludes that it is entitled to claimas its
priority date the date on which the original registrant (M.
Ti not hy Sheehan) first used the mark CUBI TA, or February 14,
1994.

W will assunme (w thout deciding) that M. Sheehan’s
use of the mark CUBI TA for coffee during the tinme of the
trademark |icense agreenent from March 21, 1995 to May 31
1996 inured to the benefit of Ms. Alonzo as the |icensor.

W will also assune (w thout deciding) that petitioner

12
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acquired the ownership rights of Ms. Alonzo in the mark
CUBI TA for coffee in February 1999.
However, we find petitioner’s assertion of February 14,
1994 as its first use is not substantiated in the record.
Petitioner’s argument (brief, p. 5) that Ms. A onzo had
| egal rights in the mark superior to respondent’s rights “by
virtue of her application’s previous filing date and the
nati onw de constructive use provisions of Section 7 [of the
Trademark Act]” is incorrect. The nationw de constructive
use provision of Section 7(c), 15 U S. C 81057(c), is
contingent upon registration of the mark on the Principal
Regi ster, but Ms. Alonzo’s application was abandoned and did
not register. Thus, no rights accrued to petitioner from
Ms. Al onzo' s abandoned application.
Wth regard to the asserted assignnment of the
| icensee’s rights in the mark CUBI TA for coffee, paragraph
X.B. of the trademark |icense agreenent reads as foll ows:
All rights which have been acquired by
virtue of use of the trademark “Cubita”
under this License shall automatically
becone assigned to and Li censee does
hereby assign to Licensor all right,
title and interest it m ght otherw se
have acquired in and to this mark by
virtue of use thereof or operation under
this License Agreenent.
We find several problens with this matter. W do not

agree with petitioner that this paragraph constitutes an

assignnment of the rights in the mark CUBI TA which the

13
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| i censee had prior to the date of the |license agreenent. On
its face, this paragraph includes two references to “under
this License”. By a straightforward reading of this
par agraph, Constante Inporting Co., Inc. assigned only the
rights it acquired during the termof the |icense, or
starting on March 21, 1995. W do not interpret this
paragraph in the agreenent as an assignnent of Constante
I mporting Co., Inc.”s (or M. Sheehan’s) rights in the mark
resulting fromhis use of the mark prior to the license
agreenent (i.e., fromFebruary 14, 1994 until March 21,
1995) . °

Qur interpretation of this paragraph is consistent with
ot her evidence of record. Specifically, we have the
testinony of M. Sheehan (a signatory to the license as
presi dent of Constante Inporting Co., Inc.) that he was not
giving up his rights in the mark CUBI TA. Further, there is
nothing in the record fromM. Al onzo as the other signatory
to this |license agreenent to contradict this testinony.

According to petitioner’s interpretation, M. Al onzo
received all of M. Sheehan’s rights in the mark CUBI TA.

However, it is inconsistent that she would require and he

° W note that the |icense agreenent defines “Licensed Products”
as “coffee, as well as pronotional materials used in connection
with coffee and including T-shirts and posters” and it defines
“Licensed Territory” as “all forty-seven (47) of the states in
the continental United States and specifically excluding the
State of Florida and by definition, excluding the states of
Hawai i and Al aska.” (Paragraphs |I.A and |.B.)

14
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woul d assign all rights in the mark CUBI TA (not only the
rights of the licensee, but also his own rights), but
nonet hel ess, he would maintain his own pending application
for the mark (filed in February 1994). There is nothing in
the record to show that Ms. Alonzo requested that M.
Sheehan assign his application to her as the |icensor.

An additional problemw th petitioner’s conclusion that
this paragraph is clearly an assignnent of all rights,
including prior rights, in the mark CUBITA to Ms. Al onzo as
licensor is that the wording thereof is flawed in that it
does not include an assignnment of the goodw Il of the

trademark. See 2 J. Thomas McCarthy, MCarthy on Trademarks

and Unfair Conpetition, 818:2 (4th ed. 2001), and cases and

authorities therein.

For the reasons expl ai ned above, we find that
petitioner has not established its priority based on the
trademark |icense agreenent.

Finally, we now address whether petitioner has
established priority of use through its purchase of M.
Alonzo’s rights in the mark. The assignnment of Ms. Alonzo’' s
rights to petitioner, at best, gives petitioner rights as of
the date the trademark |icense agreenent commenced, or March
21, 1995. As explained above, we wll assune that M.
Sheehan’s use of the mark inured to the benefit of M.

Al onzo from March 21, 1995 to May 31, 1996. But,

15
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inportantly, there is no evidence of record that Ms. Al onzo
made any use of the mark prior to the first use of M.
Sheehan on February 14, 1994. That is, the record is devoid
of any evidence, either as testinony of witnesses (e.g., M.
Al onzo) or any docunents (e.g., invoices or sales orders),
regardi ng use of the mark (or even plans to use or |icense
the mark) by Ms. Alonzo prior to February 14, 1994. W have
only the general and unsubstanti ated testinony of
petitioner’s president that he negotiated with M. Angel and
bought rights in the mark CUBI TA based on the |icense
agreenent with Constante Inporting Co., Inc. But there is
no docunentary evidence of use by Ms. Alonzo of the mark
CUBI TA for coffee at any tine. The uncorroborated testinony
of M. Diaz is insufficient to establish use of the mark
CUBI TA for coffee prior to respondent’s use.!® Therefore,
even through petitioner’s acquisition of Ms. Alonzo’'s
rights, the earliest date to which petitioner is entitled
t hereunder is March 21, 1995.

Petitioner’s direct first use of the mark occurred in
July 1999, which is al so subsequent to respondent’s first

use in February 1994.

0 W note that there is conflicting testinmony from M. Sheehan
that shortly after he signed the license agreenment with Ms.

Al onzo, he could find no previous use by Ms. Alonzo of the mark
CUBI TA for coffee; and noreover, that he received a copy of a
1994 letter frompetitioner’s attorney to an agency of the Cuban
governnment that he (the attorney) could find no evidence of the
mar k being used and it concerned the attorney because Ms. Al onzo
did not appear to be in any coffee business.

16
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On this record, petitioner has not proven priority of
use of the mark.

Deci sion: The petition to cancel is denied.

17



